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THE TRADE MARKS BILL, 2015

A Bill for an Act of Parliament to establish a legal framework for

registration and protection of trade marks and other related matters

ENACTED by the Parliament of Kenya as follows: -

PART I: PRELIMINARY
Short title and

commencement.
1. This Act may be cited as the Trade Marks Act and shall come into

operation on such date as the Cabinet Secretary may, by notification

in the Gazette, appoint.

Interpretation. 2. (1) In this Act, except where the context otherwise requires:

“a convention country” means a country, other than Kenya, that is

party to the Paris Convention or World Trade Organisation (WTO)

Agreement;

“agent” means any person recognized to act as such under the

provisions of section 67;

“ARIPO” means the African Regional Intellectual Property

Organization;

"assignment" means the transfer of rights, in part or in whole, in a

trade mark held by the proprietor of the trade mark to another, with

or without goodwill;
No. 3 of 2001. “Board” means the Board of Directors of the Institute constituted

under section 6 of the Industrial Property Act, 2001;

“Cabinet Secretary” means the Cabinet Secretary for the time being

responsible for industrial property matters;

"certification trade mark" means a mark registered or deemed to have

been registered under section 41;

"collective trade mark" means a mark registered or deemed to have

been registered under section 42;
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"Court" means the High Court of Kenya;

“earlier trade mark” means;

(i) a registered trade mark which has a date of application for

registration earlier than that of the trade mark in question,

taking into consideration any priority claimed in respect of

the trade marks;

(ii) a trade mark already in use in Kenya prior to the application

for registration of the trade mark in question; or

(iii) a trade mark which, at the date of application for registration

of the trade mark in question, taking into consideration any

priority claimed in respect of the application, was entitled to

protection under the Paris Convention or the WTO Agreement

as a well known trade mark.

“earlier right” means a right acquired by virtue of ownership of an

earlier trade mark.

"hypothecation” means furnishing property as security for a debt

without transferring either the property or the possession thereof to

the lender;
No. 3 of 2001. “Institute” means the Kenya Industrial Property Institute established

by section 3 of the Industrial Property Act, 2001, and any successor

body established by law;

“Journal” means the Industrial Property Journal published by the

Institute;

“licence” means an agreement between a trade mark proprietor and

another person in which the proprietor permits the latter to use its

trade mark in commerce;

"limitations" means any limitations of the exclusive right to the use

of a trade mark given by the registration of a person as proprietor

thereof, including limitations of that right as to mode of use, as to

use in relation to goods to be sold, or otherwise traded in, in any

place within Kenya, or as to use in relation to goods to be exported
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to any market outside Kenya;
No. 3 of 2001. Managing Director” means the Managing Director of the Institute

appointed under section 11 of the Industrial Property Act, 2001;

"mark" includes a sign, slogan, device, brand, heading, label, ticket,

name, signature, word, letter, numeral, aspects of packaging, shape,

colour, sound, scent, hologram, motions, texture or any combination

thereof whether rendered in two-dimensional or three-dimensional

form;

“Nice Classification” as regards registration of marks, means the

classification in accordance with the Nice Agreement Concerning the

International Classification of Goods and Services for the Purposes

of the Registration of Marks of 15th June, 1957 ;

“Paris Convention” means the Paris Convention for the Protection of

Industrial Property of 20th March 1883;

“regional trade mark” means a mark registered under the provisions

of the Banjul Protocol and a “regional application” shall be construed

accordingly;

"Register" means the Register of Trade Marks maintained under

section 18 ;

“Registrar" means the Registrar of Trade Marks appointed under

section 3;

"Rules" means the Rules made by the Cabinet Secretary under

section 65;

"surname" includes a name by which a person is customarily known

by members of the community to which he belongs;

"trade mark" means, except in relation to a certification trade mark

or a collective trade mark, a mark used or proposed to be used-

(a) in relation to goods for the purpose of indicating a connection in the

course of trade between the goods and some person having the right

either as proprietor or as licensee  to use the mark, whether with or



Drafting Instructions for the Trade Marks Bill, 2015

8

without any indication of the identity of that person or distinguishing

goods in relation to which the mark is used or proposed to be used

from the same kind of goods connected in the course of trade with

any person; and

(b) in relation to services for the purpose of indicating that a particular

person is connected, in the course of business, with the provisions

of those services, whether with or without any indication of the

identity of that person or distinguishing services in relation to

which the mark is used or proposed to be used from the same kind

of services connected in the course of business with any other

person;

Any reference to a trade mark shall be construed to include a

service mark.

"transmission" means transmission by operation of law, devolution

on the personal representative of a deceased person, and any other

mode of transfer not being assignment; and

“TRIPS Agreement” means the Agreement on the Trade Related

Aspects of Intellectual Property Rights, 1994;

“Vienna Classification of the Figurative Elements of Marks” means

the classification established by the Vienna Agreement Establishing

an International Classification of the Figurative Elements of Marks of

12th June 1973;

(2) Any reference in this Act to the use of a mark shall be construed-

(a) as a reference to the use of a printed or other visual representation

of the mark;

(b) in relation to goods, as a reference to the use thereof upon or in

physical or other relation to goods; and

(c) in relation to services, as a reference to the use thereof in

relation to the performance of such services.
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Appointment of
the Registrar of
Trade Marks and
other Officers.

3. (1) The Managing Director shall be the Registrar of Trade

Marks under and for the purposes of this Act.

(2) The Board may appoint a Deputy Registrar of Trade Marks,

Assistant Registrars of Trade Marks and such other Officers as

may from time to time be required for the purposes of this Act.

(3) The Registrar shall have a seal, stamp or such device as may

be approved by the Board.

(4) Impressions of such seal, stamp or such device shall be judicially

noticed and admitted in evidence.

(5) Any act or thing directed to be done by or to the Registrar may be

done by or to the Deputy Registrar of Trade Marks or any Assistant

Registrar of Trade Marks.

PART II- REGISTRABILITY OF TRADE MARKS
Registrable trade
marks.

4. (1) A trade mark shall be registrable under this Act only where the mark

is capable of distinguishing the goods or services of a person in

respect of which it is registered or proposed to be registered from the

goods or services of another person.

(2) A trade mark shall be considered to be capable of distinguishing

within the meaning of subsection (1) if, at the date of the application

for registration, it is inherently capable of so distinguishing or it is

capable of distinguishing by reason of prior use thereof.

(3) A trade mark shall be considered to be capable of distinguishing

within the meaning of subsection (1) if it consists of  any of the

following essential particulars-

(a) the name of a company, individual or firm;

(b) the signature of the applicant for registration or some predecessor in

his business;

(c) an invented word or invented words;

(d) a word or words having no direct reference to the character or

quality of the goods, and not being according to its ordinary
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signification a geographical name or a surname; or

(e) any other distinctive mark.

Unregistrable
trade marks.

5. (1) The following trade marks shall not be registrable:

(a) a mark which –

(i) is not capable of distinguishing within the meaning of section

4;

(ii) a mark which is inherently deceptive or the use of which

would be likely to deceive or cause confusion or otherwise be

disentitled to protection in a court of justice, or would be

contrary to law or morality, or any scandalous design;

(iii) is similar or identical to an earlier right in particular by virtue

of the law on copyright or industrial designs;

(iv) consists exclusively of a sign which may serve, in trade, to

designate the kind, quality, quantity, intended purpose, value,

geographical origin or other characteristics of the goods or

services, or the mode or time of production of the goods or of

rendering of the services;

(v) consists exclusively of a sign or an indication which has

become customary in the current language or in the bona fide

and established practices of the trade:

Provided that a mark shall not be refused registration by virtue of the

provisions of this paragraph or, if registered, shall not be liable to be

removed from the Register by virtue of the said provisions if at the

date of the application for registration or at the date of an application

for removal from the Register, as the case may be, it has in fact

become capable of distinguishing within the meaning of section 4 as

a result of use made of the mark;

(b) a mark in relation to which the applicant for registration has no bona

fide claim to proprietorship;

(c) a mark in relation to which the applicant for registration has no bona
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fide intention of using it as a trade mark, either himself or through

any person permitted or to be permitted by him to use the mark as

contemplated by section 31;

(d) a mark which consists exclusively of the shape, configuration or

colour of goods where such shape, configuration or colour is

necessary to obtain a specific technical result, or results from the

nature of the goods themselves;

(e) a mark which, on the date of application for registration thereof, or,

where appropriate, of the priority claimed in respect of the

application for registration thereof, constitutes, or the essential part of

which constitutes, a reproduction, imitation or translation of a trade

mark which is entitled to protection under the Paris Convention and

the TRIPS Agreement as a well–known trade mark within the

meaning of section 13 and which is used for goods or services

identical or similar to the goods or services in question;

(f) a mark the application for registration of which was made mala fide;

(g) a mark which contains the coat of arms, seal or national flag of

Kenya or, save with the authorization of the competent authority of a

the convention country concerned, of any convention country;

(h) a mark which consists of a container for goods or the shape,

configuration, colour or pattern of goods, where the registration of

such mark is or has become likely to limit the development of any art

or industry;

(i) a mark which is inherently deceptive or the use of which would be

likely to deceive or cause confusion, be contrary to law or morality,

or any scandalous design;

(j) a mark which, as a result of the manner in which it has been used,

would be likely to cause deception or confusion;

(k) subject to the provisions of section 7, a mark which is identical to a

registered trade mark belonging to a different proprietor or so similar
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thereto that the use thereof in relation to goods or services in respect

of which it is sought to be registered and which are the same as or

similar to the goods or services in respect of which such trade mark is

registered, would be likely to deceive or cause confusion, unless the

proprietor of such trade mark consents to the registration of such

mark;

(l) subject to the provisions of section 7 and paragraph (m), a mark

which is identical to a mark which is the subject of an earlier

application by a different person, or so similar thereto that the use

thereof in relation to goods or services in respect of which it is sought

to be registered and which are the same as or similar to the goods or

services in respect of which the mark in respect of which the earlier

application is made, would be likely to deceive or cause confusion,

unless the person making the earlier application consents to the

registration of such mark;

(m) a mark which is the subject of an earlier application as contemplated

in paragraph (l), if the registration of that mark is contrary to existing

rights of the person making the later application of registration as

contemplated in that paragraph;

(n) a mark which is identical or similar to a trade mark which is already

registered and which is well known in Kenya, if the use of the mark

sought to be registered would be likely to take unfair advantage of, or

be detrimental to, the distinctive character or the repute of the

registered trade mark, notwithstanding the absence of deception or

confusion; or

(o) a mark which contains the words “Patent”, “Patented”, “Registered”,

“Registered Design”, “Copyright”, or “To counterfeit this is a

forgery”, or words to a similar effect.

(2) Where separate applications are made by different persons within a

period of thirty days to be registered as proprietors respectively of
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trade marks that are identical or nearly resemble each other, in

respect of the same goods or description of goods or in respect of the

same services or description of services, the Registrar may refuse to

register any of them until their rights have been determined by the

Court, or have been settled by agreement in a manner approved by

the Registrar.

Registration to
be in
respect of
particular
goods or
services.

6. (1) A trade mark shall be registered in respect of particular goods or

services, which shall be classified in the manner specified in

subsection (2).

(2) The goods and services in respect of which  registration of a

mark is applied for shall be classified in accordance with the

Nice Classification and any figurative elements of the mark

shall be classified in accordance with the Vienna

Classification of the Figurative Elements of Marks:

Provided that where goods or services belonging to several classes

according to the International Classification of Goods and Services

have been included in the same application, the Registrar shall

incorporate the several classes of goods and services for purposes

of registration.

(3) Where a trade mark has been registered for goods or services

classified in accordance with a classification system that has been

amended or replaced since those goods or services were classified,

the classification may be retained at the option of the registered

proprietor who may apply, in the prescribed manner to have the

classification adapted so that they are classified in accordance with

this section.

(4) Applications for registration of the same mark in different classes

shall be treated as separate and distinct applications, and in all cases

where a trade mark is registered under the same official number for
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goods or services in more than one class, the registration in respect

of the goods or services included in each separate class shall be

deemed to be a separate registration for all the purposes of this Act.

Honest
concurrent use.

7. (1) In the case of honest concurrent use or of other special circumstances

which may make it proper to do so, the Registrar may, on application

in the prescribed manner, register, subject to such conditions and

limitations, if any, as he may deem fit to impose, a trade mark the

registration of which would otherwise offend against the provisions

of section 5 (e), (j), (k) or (n).

(2) In the case of a trade mark which is sought to be removed from the

Register on the ground that it offends against the provisions of

section 5 (e), (j), (k) or (n), the Registrar may, in the case of honest

concurrent use or of other special circumstances which make it

proper to do so, decline to remove the trade mark from the Register.

Registration
subject to a
disclaimer.

8. If a trade mark;

(a) contains any part not separately registered by the proprietor as a trade

mark; or

(b) contains matter common to the trade or to the provision of services

of that description or otherwise of a non-distinctive character;

the Registrar or the Court, in deciding whether the trade mark shall

be entered or shall remain on the Register, may require, as a

condition of its being on the Register-

(i) that the proprietor shall disclaim any right to the exclusive

use of any part of the trade mark or to the exclusive use of

all or any portion of any such matter, to the exclusive use

of which, the Registrar holds him not to be entitled; or

(ii) that the proprietor shall make such other disclaimer as the

Registrar may consider necessary for the purpose of
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defining his rights under the registration.

Words used as
name
or description of
an
article or
substance.

9. (1) Where a registered trade mark becomes the generic name for any of

the goods or services for which it is registered, any person may file

an application to cancel the registration in the prescribed manner for

those goods or services:

Provided that, a registered mark shall not be deemed to be the generic

name of goods or services solely because such mark is also used as a

name of or to identify a unique product or service.

(2) Where the registered trade mark contains a word or any other element

that has become generic, the Registrar may, in deciding whether the

trade mark shall remain on the Register require that a disclaimer be

entered in accordance with the provisions of section 8.

Effect of
limitation as to
colour, and of
absence thereof.

10. (1) A trade mark may be limited in whole or in part to one or more

specified colours, and in any such case, the fact that it is so limited

shall be taken into consideration by the Court or the Registrar in

deciding on the distinctive character of the trade mark.

(2) Where there is a limitation of colour as provided for under subsection

(1), the applicant shall provide a description of the colours, the

manner of the colour application to the products and where possible,

the colour codes.

(3) If and so far as a trade mark is registered without limitation of colour,

it shall be deemed to be registered for all colours.

Registration of
part of trade
mark and of
trade marks as a
series.

11. Where a person claiming to be the proprietor of several trade

marks, in respect of the same goods or description of goods,

which, while resembling each other in the material particulars

thereof, yet differ in respect of-

(a) statements of the goods in relation to which they are respectively



Drafting Instructions for the Trade Marks Bill, 2015

16

used or proposed to be used;

(b) statements of number, price, quality or names of places;

(c) other matter of a non-distinctive character which does not

substantially affect the identity of the trade mark; or

(d) colour;

seeks to register those trade marks, they may be registered as a series

in one registration.

Defensive
registration of
well known trade
marks.

12. (1) Where a trade mark has become so well known as respects any goods

in respect of which it is registered and in relation to which it has been

used that the use thereof in relation to other goods would be likely to

be taken as indicating a connection in the course of trade between

those goods and a person entitled to use the trade mark in relation to

the first-mentioned goods, then, notwithstanding that the proprietor

registered in respect of the first-mentioned goods does not use or

propose to use the trade mark in relation to those other goods and

notwithstanding anything in section 35, the trade mark may, on the

application in the prescribed manner of the proprietor registered in

respect of the first-mentioned goods, be registered in his name in

respect of those other goods as a defensive trade mark and, while so

registered, shall not be liable to be taken off the Register in respect of

those goods under that section.

(2) The registered proprietor of a trade mark may apply for the

registration thereof in respect of any goods as a defensive trade mark

notwithstanding that it is already registered in his name in respect of

those goods otherwise than as a defensive trade mark, or may apply

for the registration thereof in respect of any goods otherwise than as a

defensive trade mark notwithstanding that it is already registered in

his name in respect of those goods as a defensive trade mark, in lieu

in each case of the existing registration.
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(3) On application by any person aggrieved to the Registrar, the

registration of a trade mark as a defensive trade mark may be

cancelled on the ground that the requirements of subsection (1) are no

longer satisfied in respect of any goods in respect of which the trade

mark is registered in the name of the same proprietor otherwise than

as a defensive trade mark, or may be cancelled as respects any goods

in respect of which it is registered as a defensive trade mark on the

ground that there is no longer any likelihood that the use of the trade

mark in relation to those goods would be taken as giving the

indication mentioned in subsection (1).

(4) The Registrar may at any time cancel the registration as a defensive

trade mark of which there is no longer any registration in the name of

the same proprietor otherwise than as a defensive trade mark.

(5) Except as otherwise expressly provided in this section, the provisions

of this Act shall apply in respect of the registration of trade marks as

defensive trade marks and of trade marks so registered as they

apply in other cases.

Protection of
well known trade
marks.

13. (1) References in this Act to a trade mark which is entitled to protection

under the Paris Convention or the TRIPS Agreement as a well known

trade mark, are to a mark which is well known in Kenya as being the

mark of a person who-

(a) is a Kenyan citizen;

(b) is a national of a convention country; or

(c) a person who is domiciled in, or has a real and effective industrial or

commercial establishment in, a convention country.

(2) In determining whether or not a trade mark is well known in Kenya,

the Registrar or the Court shall take into account the factors indicated

in the First Schedule.

(3) Subject to the provisions of section 38, the proprietor of a trade mark
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which is entitled to protection under the Paris Convention or the

TRIPS Agreement as a well known trade mark, is entitled to restrain

by injunction, the use in Kenya of a trade mark which is identical or

the essential part of which is identical or similar to his, in relation to

identical or similar goods or services, where the use is likely to cause

confusion among the users of the goods or services.

(4) A trade mark shall not be registered if that trade mark, or an essential

part thereof, is likely to impair, interfere with or take unfair

advantage of the distinctive character of the well-known trade mark.

PART III- REGISTRATION OF TRADE MARKS
Application for
registration.

14. (1) Any person may, before submitting an application for registration of

a trade mark, apply in the prescribed manner to the Registrar for a

advice as to availability of the mark for registration.

(2) Any person claiming to be the proprietor of a trade mark used or

proposed to be used shall apply to the Registrar in the prescribed

manner for registration.

(3) Where an applicant's ordinary residence or principal place of business

is not within Kenya, he shall be represented by an agent.

(4) Where an applicant’s ordinary residence or principal place of

business is in Kenya, he may be represented by an agent.

Examination,
publication,
opposition and
registration of
trade marks.

15. (1) The Registrar shall examine the application and determine whether or

not the application complies with the requirements of this Act.

(2) (a) Where the Registrar finds that the requirements referred to in

subsection (1) are fulfilled, he shall accept the application, and

publish it, in such manner as may be prescribed in the Rules.

(b) Any interested person may within the prescribed period and in the

prescribed manner, file notice of opposition with the Registrar.

(3) Once the application has been published and upon expiry of the
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prescribed period, and either -

(a) the registration of the trade mark has not been opposed within  the

prescribed time limit; or

(b) the registration of the trade mark has been opposed and the

opposition has been decided in the applicant's favour;

the Registrar shall, unless the application was accepted in error,

register the trade mark and the trade mark, when registered, shall be

registered as of the date of the application for registration, and that

date shall be deemed for the purposes of this Act to be the date of

registration:

Provided that the provisions of this subsection, relating to the

date as of which a trade mark shall be registered and to the date to be

deemed to be the date of registration, shall, as respects a trade mark

registered under this Act with the benefit of any enactment relating to

a claim of priority, have effect subject to the provisions of that

enactment.

(4) Upon registration of a trade mark, the Registrar shall issue to the

applicant a certificate of registration in the prescribed manner, sealed

with the seal of the Registrar, upon payment of the prescribed fee.

(5) Where the Registrar finds that the requirements referred to in

subsection (1) are not fulfilled, he may refuse or accept absolutely or

subject to such amendments, modifications, conditions or limitations

if any, as he may deem right.

(6) Where the Registrar accepts the application conditionally, he shall

invite the applicant in writing to correct any error or amend the

application accordingly, and if the applicant –

(a) does not comply with the invitation within the prescribed time limit,

the application shall be deemed to be abandoned; or

(b) complies with the invitation, the provisions of subsections (2), (3)

and (4) shall apply.
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(7) Where the Registrar refuses or accepts the application conditionally,

he shall state in writing the grounds of his decision.

(8) Where registration of a trade mark is not completed within twelve

months from the date of the application by reason of default on the

part of the applicant, the Registrar may, after giving notice of the

non-completion to the applicant in the prescribed manner, treat the

application as abandoned unless it is completed within the time

specified in the notice.

(9) The applicant may at any time, whether before or after acceptance,

correct any error in connection with the application or amend his

application in the prescribed manner upon such terms as the Registrar

may deem fit.

(10) The details under this section shall be prescribed in the Rules.

Duration of
registration.

16. (1) A trade mark shall be registered for a period of ten years from the

date of registration.

(2) Registration of a trade mark may be renewed in accordance with

section 17 for further periods of ten years.

Renewal
of registration.

17. (1) The Registrar shall, on application made by the registered proprietor

of a trade mark in the prescribed manner and within the prescribed

period, renew the registration of the trade mark for a period of ten

years from the date of expiration of the original registration or of the

last renewal of registration, as the case may be, which date is in this

section referred to as the date of expiration of the last registration.

(2) At the prescribed time before the date of expiration of the last

registration of a trade mark, the Registrar shall notify the proprietor

in the prescribed manner of the date of expiration and the conditions

as to payment of fees and otherwise upon which a renewal of

registration may be obtained, and, if at the expiration of the time
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prescribed those conditions have not been duly complied with, the

Registrar may remove the trade mark from the Register, subject to

such conditions, if any, as to its restoration to the Register as may be

prescribed.

(3) Where a trade mark has been removed from the register for non-

payment of the fee for renewal, for the purpose of any application for

the registration of an identical or confusingly similar trade mark the

Registrar, in deciding whether or not to approve the application, shall

consider the following:

(a) that there has been no bona fide trade use or business use of the trade

mark that has been removed during the two years immediately

preceding its removal; or

(b) that no deception or confusion would be likely to arise from the use

of the trade mark that is the subject of the application for registration

by reason of any previous use of the trade mark that has been

removed.

Register of Trade
Marks.

18. (1) The Registrar shall maintain a Register which may be kept in whole

or in part electronically.

(2) All trade marks in the Register shall be recorded and numbered in the

order of registration and in respect of each trade mark –

(a) the representation of the mark and its modifications if any;

(b) the date of application, publication of the application and registration

of the trade mark;

(c) the name, description and address of the proprietor of the trade mark

and agent if any;

(d) renewals;

(e) notifications of assignments and transmissions relating to the trade

mark;

(f) an order for attachment of the trade mark;
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(g) an endorsement related to a deed of security or a charge granted with

respect to the trade mark;

(h) the names, addresses and descriptions of all licenses;

(i) disclaimers, conditions, limitations, and such other matters relating to

registered trade marks as may be prescribed;

(j) where applicable, the removal of the trade mark in accordance with

the provisions of this Act; and

(k) any other transaction to be recorded in accordance with the

provisions of this Act.

(3) The Register shall be kept under the control and management of

the Registrar and shall at all convenient times be open to the

inspection of the public, subject to such regulations as may be

prescribed.

(4) The Registrar may maintain a supplementary register as may be

prescribed.

PART IV-EFFECTS OF REGISTRATION OF TRADE MARKS
No action for
infringement of
unregistered
trade mark.

19. No person shall be entitled to institute any proceeding to prevent, or

to recover damages for, infringement of an unregistered trade mark,

but nothing in this Act shall be deemed to affect rights of action

against any person for passing off or the remedies in respect thereof.

Saving for earlier
rights.

20. Nothing in this Act shall entitle the proprietor or a licensee of a

registered trade mark to interfere with or restrain the use by any

person of an identical or similar trade mark in relation to goods or

services in relation to which that person or a predecessor in title of

his has continuously used that trade mark from a date anterior-

(a) to the use of the first-mentioned trade mark; or

(b) to the registration of the first-mentioned trade mark,

whichever is earlier, or to oppose registration of the trade mark upon

adducing proof of use for that identical or similar trade mark in
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respect of those goods or services under  section 7.
Saving for use of
name, address or
description of
goods or
services.

21. No registration of a trade mark shall interfere with -

(a) any bona fide use by a person of his own name or of the name of his

place of business, of any of his predecessors in business; or

(b) the use by any person of any bona fide description of the character or

quality of his goods or services.

Rights conferred
by registration.

22. (1) The proprietor of a registered trade mark has exclusive rights in

the trade mark registered in Kenya and any use of the trade mark

without his consent constitutes infringement as specified in

section 23.

(2) The rights of the proprietor have effect from the date  of

Registration, which is the date of filing of the application for

registration:

Provided that no infringement proceedings may commence

before the date on which the trade mark is entered in the

Register.

Infringement of a
registered trade
mark.

23. (1) A person infringes a registered trade mark if he uses in the

course of trade a mark which is identical or similar with the trade

mark in relation to goods or services which are identical or

similar with those for which it is registered where –

(a) The mark is identical or similar with the trade mark and is used

in relation to goods or services identical or similar to those for

which the trade mark is registered;

(b) The mark is identical or similar to the trade  mark and is used in

relation to goods or services  identical or similar to those for

which the trade mark is registered, there exists a likelihood of
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confusion on the part of the public, which includes the likelihood

of association with the trade mark; or

(c) the trade mark is well known in Kenya and the use of the mark,

being without due cause, takes unfair advantage of, or is

detrimental to the distinctive character or the repute of the trade

mark.

(2) For the purposes of this section use of a mark includes -

(a) affixing it to goods or the packaging thereof;

(b) offering or exposing goods or services for sale, puts them on the

market or stocks them for those purposes under the mark, or

offers or supplies services under the mark;

(c) importing or exporting goods or services under the mark; or

(d) using the mark on promotional material or in advertising.

(3) A person who applies a registered trade mark to material

intended to be used for labelling or packaging goods, as a

promotional material, or for advertising goods or services, shall

be treated as a contributory infringer.

(4) Nothing in the preceding provisions of this section shall be

construed as preventing the use of a registered trade mark by any

person for the purpose of identifying goods or services as those

of the proprietor or a licensee:

Provided that any such use otherwise than in accordance with

honest practices in industrial or commercial matters shall be

treated as infringing the registered trade mark if the use without

due cause takes unfair advantage of, or is detrimental to, the

distinctive character or repute of the trade mark.

Remedies. 24. (1) Where a registered trade mark has been infringed, the court may

grant the proprietor the following remedies:

(a) an injunction;
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(b) an order for removal of the infringing mark from all material and,

where the infringing mark is inseparable or incapable of being

removed from the material, an order that all such material be

delivered up to the proprietor;

(c) damages, including those arising from acts performed after

advertisement of the acceptance of an application for registration

which, if performed after registration, would amount to infringement

of the rights acquired by registration; or

(d) in lieu of damages, a reasonable royalty which would have been

payable by a licensee for the use of the trade mark concerned,

including any use which took place after advertisement of the

acceptance of an application for registration and which, if taking

place after registration, would amount to infringement of the rights

acquired by registration.

(2) For the purposes of determining the amount of damages or

reasonable royalty to be awarded under this section, the court may

direct an enquiry to be held and may prescribe such procedures for

conducting such enquiry as it may deem fit.

(3) Prior to instituting proceedings under this section, the owner of a

registered trade mark shall give notice in writing of his intention to

do so to every licensee in the Register, who shall be entitled to

intervene in such proceedings and to recover any damages he may

have suffered as a result of the infringement.

Limits on effects
of a registered
trade mark.

25. (1) A registered trade mark is not infringed by the use of another

registered trade mark in relation to goods or services for which

the latter is registered.

(2) The right to the use of a trade mark conferred by registration

shall be subject to any conditions or limitations entered on the

Register, and shall not be deemed to be infringed by the use of



Drafting Instructions for the Trade Marks Bill, 2015

26

any such mark to which, having regard to any such limitations,

the registration does not extend.

(3) A registered trade mark is not infringed by -

(a) a bona fide use by a person of his own name, the name of his place of

business, the name of his predecessor or place of business, or the

name of any such predecessor’s place of business or address;

(b) the use of marks indicating the kind, quality, quantity, intended

purpose, value, geographical origin, the time of production of goods

or of rendering of services, or other characteristics of goods or

services; or

(c) Bona fide use of the trade mark where it is necessary to indicate the

intended purpose of a product or service, in particular, as accessories

or spare parts:

Provided that the use is in accordance with honest practices in

industrial or commercial matters.

Exhaustion of
rights.

26. (1) A registered trade mark is not infringed by the use of the trade mark

in relation to goods which have been put on the market, whether in

Kenya or outside Kenya, under that trade mark by the proprietor of

the registered trade mark or with his express or implied consent.

(2) The provisions of subsection (1) shall not apply where —

(a) the condition of the goods has been changed or impaired after they

have been put on the market; and

(b) the use of the registered trade mark in relation to those goods has

caused dilution in an unfair manner of the distinctive character of the

registered trade mark.

PART V- REGISTERED TRADE MARK AS OBJECT OF PROPERTY
Nature of a
registered trade
mark.

27. A registered trade mark is a property right obtained by the

registration of the trade mark under this Act and the proprietor of a

registered trade mark has the rights and remedies provided for under
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this Act.

Co-
proprietorship of
a registered trade
mark.

28. (1) Where a registered trade mark is granted to two or more persons

jointly, each of them is entitled, subject to any agreement to the

contrary, to an equal undivided share in the registered trade mark.

(2) Subject to any agreement to the contrary, each co-proprietor is

entitled, by himself or his agents, to do for his own benefit and

without the consent of or the need to account to the other or others,

any act which would otherwise amount to an infringement of the

registered trade mark.

(3) A co-proprietor may not without consent of the other or others-

(a) grant a licence to use the registered trade mark; or

(b) assign or charge his share in the registered trade mark or cause or

permit security to be granted over the trade mark.

(4) Infringement proceedings may be brought by any co-proprietor, but

he may not, without the leave of the Court, proceed with the action

unless the other, or each of the others, is either enjoined as a plaintiff

or added as a defendant:

Provided that-

(a) a co-proprietor who is thus enjoined as a defendant shall not be made

liable for any costs in the action unless he takes part in the

proceedings; and

(b) nothing in this subsection affects the granting of interlocutory relief

on the application of a single co-proprietor.

Assignment of a
registered trade
mark.

29. (1) A registered trade mark shall be assignable or transmissible only by

the registered proprietor.

(2) A registered trade mark is assignable or transmissible either in

connection with the goodwill of a business or not.

(3) An assignment or transmission of a registered trade mark may be
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partial, that is, limited so as to apply in relation to some but not all of

the goods or services for which the trade mark is registered.

(4) The provisions of subsections (2) and (3) shall have the effect of an

application for registration of a trade mark as they have effect in

the case of a registered trade mark subject to successful registration

of the trade mark.

(5) Notwithstanding anything in subsections (2), (3) and (4), a trade

mark shall not be, or be deemed to have been, assignable or

transmissible in a case in which as a result of an assignment or

transmission there would in the circumstances subsist, or have

subsisted, whether under the common law or by registration,

exclusive rights in more than one of the persons concerned to the use,

in relation to identical or similar goods or services if, having regard

to the similarity of the goods or services the use of the trade marks in

exercise of those rights would be, or have been, likely to deceive or

cause confusion.

(6) (a) The proprietor of a trade mark who proposes to partially assign the

trade mark shall submit to the Registrar in the prescribed manner a

statutory declaration setting out the circumstances leading to a partial

assignment.

(b) Where the Registrar is satisfied that the proposed partial assignment

has fulfilled the conditions set out in subsection (5), he shall issue a

certificate to that effect.

(c) Within six months of the date of issue of the certificate of validity in

paragraph (b), the proprietor shall file the application for the partial

assignment in the prescribed manner.

(7) An application for recordal of an assignment without goodwill shall

be made upon payment of the prescribed application and publication

fees.

(8) Where a person becomes entitled by assignment or transmission to a
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registered trade mark, he shall make an application to the Registrar

to register his title in the prescribed manner, and the Registrar shall,

on receipt of the application and on proof of title to his satisfaction,

register him as the proprietor of the trade mark in respect of the

goods or services in respect of which the assignment or transmission

has effect, and shall cause particulars of the assignment or

transmission to be entered on the Register and issue a certificate of

assignment.

Hypothecation
and attachment.

30. (1) A registered trade mark may be hypothecated by a deed of security or

a charge.

(2) A registered trade mark may be attached to found or confirm

jurisdiction for the purposes of any proceedings before the Court or a

Magistrate and may be attached and sold in execution pursuant to an

order made thereof.

(3) Where a deed of security has been lodged with the Registrar in the

prescribed manner, the Registrar shall endorse the Register to that

effect and such endorsement shall record the name and address of the

person in whose favour the deed of security has been granted and the

nature and duration thereof.

(4) A deed of security in respect of which an endorsement has been made

in accordance with the provisions of subsection (3) shall have the

effect of a pledge of the trade mark to the person or persons in whose

favour the deed of security has been granted.

(5) An assignment or transmission of a registered trade mark in respect

of which a deed of security has been endorsed in terms of subsection

(3) shall not, without the written consent of the person in whose

favour the deed of security has been granted, be registered by the

Registrar in terms of section 29.

(6) Where the debt or obligation secured by a deed of security in respect
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of which the Register has been endorsed in terms of subsection (3)

has been discharged, any person may apply to the Registrar in the

prescribed manner for the removal from the Register of an

endorsement in relation thereto made under subsection (3).

Licences. 31. (1) A registered trade mark, other than defensive trade mark, shall be

licensed only by the registered proprietor.

(2) A license of a registered trade mark may be exclusive, non exclusive

or sole and may apply to some or all of the goods or services for

which the trade mark is registered.

(3) The use of a trade mark by a licensee shall be deemed to be use by

the proprietor thereof, and shall be deemed not to be use by a person

other than the proprietor, for the purposes of section 35 and for any

other purpose for which such use is material under this Act or at

common law.

(4) Subject to any agreement subsisting between the parties, a licensee

shall be entitled to request the proprietor to institute proceedings to

prevent infringement, and, if the proprietor refuses or neglects to do

so within sixty days after being requested, the licensee may institute

proceedings for infringement in his own name, as if he were the

proprietor, making the proprietor a defendant; and a proprietor who

has been added as a defendant shall not be liable for any costs unless

he enters an appearance and takes part in the proceedings.

(5) Where the proprietor proposes to license the trade mark, he shall

notify the Registrar in the prescribed manner and shall furnish him

with a license agreement:

(a) giving particulars of the relationship, existing or proposed, between

the proprietor and the proposed licensee, including particulars

showing the degree of control by the proprietor over the license

which their relationship will confer and whether it is a term of their
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relationship that the proposed licensee shall be the sole licensee or

that there shall be any other restriction as to persons for whose

registration as licensees application may be made;

(b) stating the goods or services in respect of which registration is

proposed;

(c) stating any conditions or restrictions proposed with respect to the

characteristics of the goods or services, to the mode or place of

permitted use or to any other matter; and

(d) stating whether the license is to be for a period or without limit of

period, and if for a period the duration thereof,

and with such further documents, information or evidence as may be

required under the Rules or by the Registrar.

(6) Where the requirements of subsection (5) have been complied with

and the Registrar is satisfied that in all the circumstances the use of

the trade mark in relation to the proposed goods or services or any of

them by the proposed licensee subject to any conditions or

restrictions which the Registrar deems proper would not be contrary

to the public interest, the Registrar may register the proposed license

and issue a certificate to that effect.

(7) The Registrar shall, if so required by an applicant, take steps for

securing that information given for the purposes of an application

under the foregoing provisions of this section, other than matter

entered in the Register, is not disclosed to rivals in trade.

(8) Without prejudice to the provisions of section 36, the registration of a

license may be –

(a) varied by the Registrar as regards the goods or services in respect of

which, or any conditions or restrictions subject to which, it has effect,

on the application in writing in the prescribed manner of the

registered proprietor of the trade mark to which the registration

relates;
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(b) cancelled by the Registrar on the application in writing in the

prescribed manner of the proprietor or of the licensee or of any other

licensee of the trade mark; or

(c) cancelled by the Registrar on the application in writing in the

prescribed manner of any person on any of the following grounds –

(i) that the licensee has used the trade mark otherwise than by way

of the license, or in such a way as to cause, or to be likely to

cause, deception or confusion;

(ii)  that the proprietor or the licensee misrepresented, or failed to

disclose, some fact material to the application for the

registration, or that the circumstances have materially changed

since the date of  the registration; or

(iii) that the registration ought not to have been effected having

regard to rights vested in the applicant by virtue of a contract

in the performance of which he is interested.

(9) The Registrar shall notify in writing applications under subsection 8

to the registered proprietor and each licensee, not being the applicant,

under the registration of the trade mark.

(10) The Registrar may at any time cancel the registration of a licence of a

trade mark in respect of any goods or services in respect of which the

trade mark is no longer registered.

(11) Nothing in this section shall confer on a licensee of a trade mark any

assignable or transmissible right to the use thereof.

Use of one of
substantially
identical trade
marks equivalent
to use of another.

32. (1) Where under this Act use of a registered trade mark is required to be

proved for any purpose, the Court or the Registrar may, if and so far

as the Court or the Registrar deems right, accept use of a trade mark

with additions or alterations not substantially affecting its identity, as

an equivalent for the use required to be proved.

(2) The use of the whole of a registered trade mark shall for the purposes
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of this Act be deemed to be also a use of any registered trade mark,

being a part thereof, registered in the name of the same proprietor by

virtue of section 11 (1).

Use of trade
mark for export
trade.

33. The application in Kenya of a trade mark to goods to be exported

from Kenya, and any other act done in Kenya in relation to goods to

be so exported or services to be performed outside Kenya which, if

done in relation to goods to be sold or otherwise traded in Kenya or

services to be performed within Kenya would constitute use of a

trade mark therein, shall be deemed to constitute use of the trade

mark in relation to those goods or services for any purpose for which

such use is material under this Act or at common law.

PART VI-SURRENDER,  RECTIFICATION AND CORRECTION OF REGISTER

Surrender of a
registered trade
mark.

34. (1) A proprietor may surrender a registered trade mark in respect of some

or all of the goods or services for which it is registered.

(2) The Cabinet Secretary may make rules for the surrender of a

registered trade mark and for protecting persons with rights in the

registered trade mark.

Removal from
Register and
imposition of
limitations on
ground of non-
use.

35. (1) Subject to the provisions of section 12, a registered trade mark may

be removed from the Register in respect of any of the goods or

services in respect of which it is registered on application by any

person aggrieved to the Registrar, on the ground that either –

(a) the trade mark was registered without any bona fide intention to use

in relation to those goods or services by him, and that there has in

fact been no bona fide use of the trade mark in relation to those goods

or services by any proprietor thereof for the time being up to the date

one month before the date of the application; or

(b) up to the date one month before the date of the application a
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continuous period of five years or longer elapsed during which there

was no bona fide use thereof in relation to those goods or services by

any proprietor thereof for the time being:

Provided that, except where the applicant has been permitted under

section 7 to register an identical or similar trade mark in respect of

the goods or services in question or where the Registrar is of the

opinion that he might properly be permitted so to register such a trade

mark, the Registrar may refuse an application made under paragraph

(a) or (b) in relation to any goods or services, if it is shown that there

has been, before the relevant date or during the relevant period as the

case may be, bona fide use of the trade mark by any proprietor

thereof for the time being in relation to-

(i) the services of the same description; or

(ii) goods associated with those services or services of that

description, being services, or as the case may be, goods in respect of

which the trade mark is registered.

(2) Where in relation to any goods or services in respect of which a trade

mark is registered -

(a) the matters referred to in subsection (1) (b) are shown so far as

regards non-use of the trade mark in relation to goods or services to

be sold, or otherwise traded in, in a particular place in Kenya,

otherwise than for export, or in relation to goods or services to be

exported to a particular market; and

(b) a person has been permitted under section 7 to register an identical or

similar trade mark in respect of those goods or services under a

registration extending to use in relation to goods or services to be

sold, or otherwise traded in, or services to be performed in that place,

otherwise than for export, or in relation to goods or services to be

exported to that market, or the Registrar is of opinion that he might

properly be permitted so to register such a trade mark,
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on application by that person to the Registrar, the Registrar, may

impose on the registration of the first-mentioned trade mark such

limitations as the Registrar deems proper for securing that that

registration shall cease to extend to the last-mentioned use.

(3) An applicant shall not be entitled to rely for the purposes of

subsection (1) (b), or for the purposes of subsection (2), on any non-

use of a trade mark that is shown to have been due to special

circumstances or in relation to particular services and not to any

intention to abandon the trade mark to which the application relates.
General powers
to rectify the
Register.

36. (1) Any person aggrieved by an omission from the Register of an entry,

or by any entry made in the Register without sufficient cause, or by

any entry wrongly remaining on the Register, or by any error or

defect in any entry in the Register, may apply in the prescribed

manner to the Registrar, the Registrar may make such order for

making, expunging or varying the entry as the Registrar may deem

fit.

(2) The Registrar may in any proceeding under this section decide any

question that it may be necessary or expedient to decide in

connection with the rectification of the Register.

(3) Any order of the Court rectifying the Register shall direct that notice

of the rectification shall be served on the Registrar, and the Registrar

shall on receipt of the notice rectify the Register accordingly.

Correction of
Register.

37. (1) The Registrar may, on request by the proprietor in the prescribed

manner -

(a) correct any error in the name, address or description of the registered

proprietor of a trade mark;

(b) enter any change in the name, address or description of the person

who is registered as the proprietor of a trade mark;

(c) cancel the entry of a trade mark on the Register;
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(d) strike out any goods or services or classes of goods or services, as the

case may be, from those in respect of which a trade mark is

registered; or

(e) enter a disclaimer or memorandum relating to a trade mark which

does not in any way extend the rights given by the existing

registration of the trade mark.

(f) correct any other error.

(2) The Registrar may, on request made in the prescribed manner by a

licensee of a trade mark, correct any error, or enter any change, in the

name, address or description of the license.

(3) Where the Registrar is of the considered view that a trade mark was

entered on the Register in error, the Registrar may, on his own

motion cancel the entry of the trade mark on the Register and record

the reasons for such a decision accordingly:

Provided that, where the Registrar’s action under this section is likely

to adversely affect the proprietor, the Registrar shall give that person

an opportunity to be heard.

Effect of
acquiescence.

38. (1) A proprietor of an earlier trade mark, who has acquiesced for a

continuous period of three years in the use of a registered trade mark

in Kenya, being aware of that use, shall cease to be entitled, on the

basis of that earlier trade mark -

(a) to apply for a declaration that the registration of the latter trade mark

is invalid; or

(b) to oppose the use of the latter trade mark in relation to the goods or

services in relation to which is has been so used, unless the

registration of the latter trade mark was applied for in bad faith.

(2) Where subsection (1) applies, the proprietor of the latter trade mark

shall not be entitled to oppose the use of the earlier trade mark

notwithstanding that the earlier trade mark, may no longer be invoked
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against his latter trade mark.

Alteration of a
registered trade
mark.

39. (1) The registered proprietor of a trade mark may apply in the prescribed

manner to the Registrar for leave to add to or alter the trade mark in

any manner not substantially affecting the identity thereof, and the

Registrar may refuse leave or may grant it on such terms and subject

to such limitations as he may deem fit.

(2) The Registrar may cause an application under this section to be

published, in such manner as may be prescribed in the Rules made

under this Act, in any case where it appears to him that it is expedient

so to do, and where he does so, if within the prescribed time from the

date of the publication any person gives notice to the Registrar in the

prescribed manner of opposition to the application, the Registrar

shall, after hearing the parties if so required, decide the matter.

(3) Where leave under this section is granted, the trade mark as altered

shall be published in such manner as may be prescribed in the Rules

made under this Act, unless it has already been published, in the form

to which it has been altered, in a publication under subsection (2).

Addition of
goods or
services.

40. The registered proprietor of a trade mark or an applicant for

registration of a trade mark may, in the prescribed manner, make an

application to add goods or services with respect to which the trade

mark is registered or an application for registration of the trade has

been made.

PART VII- CERTIFICATION AND COLLECTIVE TRADE MARKS

Certification
trade marks.

41. (1) A mark capable of distinguishing, in the course of trade, goods or

services certified by any person in respect of kind, quality, quantity,

intended purpose, value, geographical origin or other characteristics

of the goods or services, or the mode or time of production of the

goods or of rendering of the services, as the case may be, from goods
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or services not so certified, shall, on application in the prescribed

manner, be registered  as a certification trade mark in respect of such

goods or services, in the name, as proprietor thereof, of that person:

Provided that a mark may not be so registered in the name of a

person who carries on a trade in the goods or services in respect of

which registration is sought.

(2) Geographical names or other indications of geographical origin may

be registered as certification trade marks.

(3) Subject to the provisions of this section, the provisions of this Act

shall, except in so far as is otherwise provided, and in so far as they

can be applied, apply to a certification trade mark.

(4) The provisions of the Second Schedule shall have effect with respect

to the registration of a mark under this section and to marks so

registered.

Collective trade
marks.

42. (1) A mark capable of distinguishing, in the course of trade, goods or

services of persons who are members of any association from goods

or services of persons who are not members thereof, shall, on

application in the manner prescribed and subject to the provisions of

this section, be registered as a collective trade mark in respect of such

goods or services in the name of such association as the proprietor

thereof.

(2) Geographical names or other indications of geographical origin may

be registered as collective trade marks.

(3) Subject to the provisions of this section, the provisions of this Act

shall, except in so far as is otherwise provided, and in so far as they

can be applied, apply to a collective trade mark.

(4) The provisions of the Second Schedule shall have effect with respect

to the registration of a mark under this section and to marks so

registered.
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PART VIII-REGIONAL AND INTERNATIONAL APPLICATIONS
Marks registered
under the Banjul
Protocol, the
Madrid
Agreement and
Protocol.

43. In this Part –

“The Banjul Protocol” means the Banjul Protocol on Marks within

the Framework of the African Regional Intellectual Property

Organization of 1993;

“International Bureau” means the International Bureau of the World

Intellectual Property Organization of  14th July, 1967;

“the Madrid Agreement” means the Agreement relating to

International Registration of Marks of April 1891;

“the Madrid Protocol” means the Protocol relating to the Madrid

Agreement of 27th June 1989;

“international trade mark” means a trade mark which is protected in

Kenya under the Madrid Agreement and the Madrid Protocol.

Rules regarding
regional and
international
applications.

44. (1) The Cabinet Secretary may, make appropriate Rules to give effect, in

Kenya, to the provisions of the Banjul Protocol, and the Madrid

Agreement and the Madrid Protocol.

(2) The Rules referred to in subsection (1) may, in particular, provide

for-

(a) the filing of applications for international registration of marks

through the Institute;

(b) the procedures to be followed where the basic application in Kenya

fails or ceases to be in force;

(c) the communication of information to ARIPO or the International

Bureau; and

(d) the payment of fees in respect of applications for regional or

international registration and renewals.
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Proceedings and
effects of
regional and
international
trade marks.

45. (1) The provisions of this Act with respect to opposition and

expungement proceedings shall apply to regional and international

trade marks.

(2) A trade mark in respect of which Kenya is a designated state,

registered by virtue of the Banjul Protocol or Madrid Agreement and

Protocol shall have the same effect and enjoy the same protection in

Kenya, as a trade mark registered under this Act.

Applications for
registration of
marks under the
Banjul Protocol.

46. (1) The Institute shall act as a receiving office, for the purposes of filing

an application under the Banjul Protocol, where a regional

application is filed with it and the applicant is a national or a resident

of Kenya.

(2) Where there is a conflict between the provisions of this Act and the

provisions of the Banjul Protocol on Marks, this Act shall prevail.

PART IX- POWERS AND DUTIES OF REGISTRAR
Preliminary
advice by
Registrar as to
distinctiveness.

47. Any person may apply in the prescribed manner to the Registrar for

advice as to whether or not  a trade mark appears to the Registrar

prima facie to be inherently adapted to distinguish, or capable of

distinguishing, as the case may be.

Hearing before
exercise of
Registrar’s
discretion.

48. (1) Where any discretionary or other power is given to the Registrar by

this Act or the Rules, he shall not exercise that power adversely

against the person concerned without giving the person an

opportunity to be heard.

(2) An application to be heard under this section shall be made in the

prescribed manner.

Power of
Registrar to
award costs.

49. (1) In all proceedings before the Registrar under this Act, the Registrar

shall have power to award to any party such costs as he may consider
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reasonable, and to direct how and by what parties they are to be paid,

and any such order may, by leave of the Court or a judge thereof, be

enforced in the same manner as a judgment or order of the Court to

the same effect.

(2) In the event of any proceedings before the Registrar being

uncontested by the respondent, the Registrar in deciding whether

costs should be awarded shall consider whether proceedings may

have been avoided if reasonable notice had been given by the

applicant before the respective proceedings were filed.

(3) The Chief Justice may make rules in regard to the amount of and

generally as to costs.

Security for
costs.

50. (1) Any party to legal proceedings before the Registrar may, at any stage

in the proceedings, apply for security for costs in the prescribed

manner.

(2) The Registrar may make an order for security for costs if satisfied,

having regard to all circumstances of the case that it is just to make

such an order and one or more of these conditions are fulfilled-

(a) the party neither resides nor carries on business in Kenya and there is

reason to believe that he will be unable to pay the costs if ordered to

do so;

(b) the party has changed the address or name since the proceedings

commenced with a view to evading the consequences of litigation;

(c) the party has taken steps in relation to his assets that would make it

difficult to enforce orders for costs against him; or

(d) there is reason to believe that the party will be unable to pay the

costs.

(3) Where the Registrar makes an order for security for costs, he will

determine the amount of security and direct the manner in which the

security shall be given.
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(4) The party seeking security under this section shall specify the amount

sought, supported by a taxable bill of costs for work completed up to

the date of request and foreseeable costs.

PART X – LEGAL PROCEEDINGS AND APPEALS
Registration to
be prima facie
evidence of
validity.

51. In all legal proceedings relating to a registered trade mark, including

applications under section 36, the fact that a person is registered as

proprietor of the trade mark shall be prima facie evidence of the

validity of the original registration of the trade mark and of all

subsequent assignments and transmissions thereof.

Certificate for
use in legal
proceedings.

52. In any legal proceedings before Court or a Magistrate where the

proprietor of a trade mark is required to prove that the trade mark is

validly on the Register, the proprietor shall obtain a certificate for use

in legal proceedings from the Registrar in the prescribed manner.

Costs of
Registrar in
proceedings
before Court,
and payment of
costs by
Registrar.

53. In all proceedings before the Court under this Act, the costs awarded

to the Registrar shall be in the discretion of the Court, but the

Registrar shall not be ordered to pay the costs of any of the parties.

Trade usage  to
be considered.

54. In any action or proceeding relating to a trade mark or trade name,

the Court or the Registrar shall admit evidence of the usages of the

trade concerned and of any relevant trade mark or trade name or get-

up legitimately used by other persons.

Registrar’s
appearance in
proceedings
involving
rectification.

55. (1) In any legal proceeding in which the relief sought includes alteration

or rectification of the Register, the Registrar shall have the right to

appear and be heard, and shall appear if so directed by the Court.

(2) Unless otherwise directed by the Court, the Registrar in lieu of
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appearing and being heard may submit to the Court a statement in

writing signed by him, giving particulars of the proceedings before

him in relation to the matter in issue or of the grounds of any decision

given by him affecting it or of the practice of the office of the

Registrar in similar cases or of such other matters relevant to the

issues, and within his knowledge as Registrar, as he deems fit, and

the statement shall be deemed to form part of the evidence in the

proceeding.

Court’s power to
review
Registrar’s
decision.

56. The Court, in dealing with any question of the rectification of the

Register, including all applications under the provisions of section

36, shall have power to review any decision of the Registrar relating

to the entry in question or the correction sought to be made.

Appeals. 57. (1) Any person aggrieved by a decision made by the Registrar under this

Act may appeal to the Court.

(2) Any appeal made to the Court under subsection (1) shall be made by

notice of motion, and no such appeal shall be entertained unless the

notice of motion is filed within sixty days from the date of the

decision appealed against or within such further time as the Registrar

shall allow.

(3) In any appeal from a decision of the Registrar to the Court under this

Act, the Court shall have and exercise the same discretionary powers

as under this Act are conferred upon the Registrar.

Procedure in
cases of option
to apply to Court
or Registrar.

58. Where under any of the provisions of this Act an applicant has an

option to make an application either to the Court or to the Registrar –

(a) if an action concerning the trade mark in question is pending, the

application shall be made to the Court;

(b) if in any other case the application is made to the Registrar, he may,
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at any stage of the proceedings, refer the application to the Court, or

he may after hearing the parties determine the matter.

Mode of giving
evidence.

59. (1) In any proceeding under this Act before the Registrar, evidence shall

be given by statutory declaration in the absence of directions to the

contrary, but, in any case in which the Registrar deems it right so to

do, he may take evidence viva voce in lieu of or in addition to

evidence by statutory declaration.

(2) Any such statutory declaration may in the case of appeal be used

before the Court in lieu of evidence by affidavit, but if so used shall

have all the incidents and consequences of evidence by affidavit.

(3) In case any part of the evidence is taken viva voce, the Registrar

shall, in respect of requiring the attendance of witnesses and taking

evidence on oath, be in the same position in all respects as a

Magistrate.

PART XI – OFFENCES
Falsification of
Register.

60. (1) It is an offence for a person to make, or cause to be made, a false

entry in the Register, knowing or having reason to believe that it is

false.

(2) It is an offence for a person-

(a) to make or cause to be made anything falsely purporting to be a copy

of an entry in the Register; or

(b) to produce or tender or cause to be produced or tendered in evidence

any such thing;

knowing or having reason to believe that it is false.

(3) A person who is convicted of an offence under this section is liable to

a fine of not more than two hundred thousand shillings or

imprisonment for a term of not more than two years or both.
Falsely
representing a
trade mark as
registered.

61. (1) Any person who makes a representation-
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(a) with respect to a mark not being a registered trade mark, to the

effect that it is a registered trade mark;

(b) with respect to a part of a registered trade mark not being a part

separately registered as a trade mark, to the effect that it is so

registered;

(c) to the effect that a registered trade mark is registered in respect

of any goods in respect of which it is not registered;

(d) to the effect that the registration of a trade mark gives an exclusive

right to the use thereof in any circumstances in which, having regard

to limitations entered on the Register, the registration does not give

that right;

shall be guilty of an offence and liable to a fine not exceeding one

hundred thousand shillings or imprisonment for a term of not more

than one year or both.

(2) For the purposes of this section, the use in Kenya in relation to a

trade mark of the word “registered”, or of any other word or of any

symbol referring whether expressly or impliedly to registration, shall

be deemed to import a reference to registration in the Register,

except-

(a) where that word is used in physical association with other words

delineated in characters at least as large as those in which that word is

delineated and indicating that the reference is to registration as a

trade mark under the law of a country outside Kenya, being a country

under the law of which the registration referred to is in fact in force;

(b) where that word, being a word other than the word “registered”,

is of itself such as to indicate that the reference is to the last-

mentioned registration; or

(c) where that word is used in relation to a mark registered as a trade

mark under the law of a country outside Kenya and in relation to

goods to be exported to that country.
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Prohibitions
under the
Statutes,
International
Convention and
Treaty.

Cap 99.

62. (1) The Registrar shall not accept any application for registration of a

trade mark that comprises official flags and emblems of states,

armorial bearings, official signs and hall marks indicating control

and warranty, names and abbreviations of states and international

intergovernmental organisations in accordance with the provisions

of article 6ter of the Paris Convention and the National Flag,

Emblems and Names Act.

(2) The Registrar shall not accept any application for registration of a

trade mark that comprises the Olympic Symbol in accordance with

the provisions of the Nairobi Treaty on the Protection of the Olympic

Symbol.

(3) Nothing in this section shall prevent any person from seeking

authorization from a competent authority to use trade marks

incorporating the elements referred to in subsections (1) and (2).

PART XII - GENERAL PROVISIONS

Search on the
Register.

63. Any person may request the Registrar in a prescribed manner to

cause a search to be made in respect of specified goods and services

to ascertain whether any mark is on record that resembles a trade

mark provided by the person.

Notice prior to
filing
proceedings.

64. (1) Where a party intends to file opposition or proceedings for

rectification of the register, he shall first give reasonable notice in

writing to the applicant or proprietor, as the case may be, to afford

the applicant or the proprietor an opportunity to withdraw or

surrender the application or trade mark respectively.

(2) Where a party does not give notice in accordance with subsection (1),

the Registrar, in deciding whether or not costs should be awarded to

the applicant or proprietor, shall consider whether proceedings might

have been avoided if reasonable notice had been given.
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Rules. 65. The Cabinet Secretary may make Rules prescribing anything, which

under this Act may be prescribed, and generally for the better

carrying out of the objects and purposes of this Act.

Fees. 66. There shall be paid in respect of applications, publication and

registration as well as other matters under this Act, such fees as may

be prescribed by the Cabinet Secretary and the Registrar shall not

perform an act or receive or issue a document, as the case may be,

until the fee payable in respect thereof is paid.

Recognition of
agents.

67. (1) Where by this Act any act has to be done by or to any person in

connection with a trade mark or proposed trade mark or any

procedure relating thereto, the act may, under and in accordance

with the Rules, be done by or to an agent of that person duly

authorized in the prescribed manner.

(2) A person shall be qualified to act as a trade mark agent if such

person-

(a) is a Kenyan citizen; and

(b) is an advocate of the High Court of Kenya; or
No. 3 of 2001. (c) is admitted to practise as an agent before the Institute in

accordance with the provisions of the Industrial Property Act, 2001.

Trusts and
equities.

68. (1) There shall not be entered in the Register any notice of any trust

express, implied or constructive, nor shall any such notice be

receivable by the Registrar.

(2) Subject to the provisions of this Act, equities in respect of a trade

mark may be enforced in like manner as in respect of any other

personal property.
Priority claim. 69. (1) Where any person has registered or has applied for registration of a

trade mark in a convention country, that person or his legal

representative or assignee shall be entitled to registration of his trade
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mark in priority to other applicants and that registration shall have the

same date as the date of application for protection in the convention

country on condition that the application for registration is made

within six months from the date of the application for protection in

the convention country:

Provided that nothing in this section shall entitle the proprietor of a

trade mark to recover damages for infringement on the trade mark

prior to the actual date on which the trade mark is registered in

Kenya.

(2) The registration of a trade mark shall not be invalidated by reason

only of the use of the trade mark in Kenya during the period of six

months.

(3) The application for the registration of a trade mark under this section

shall be made in the same manner as an ordinary application under

this Act:

Provided that any trade mark the registration of which has been

duly applied for in the country of origin may be registered under

this Act.

(4) Where an applicant for registration of a trade mark in Kenya seeks

to register the same trade mark in a convention country, the

Registrar shall, upon application in the prescribed manner issue to

the applicant the appropriate documents for that purpose.

Provisions as to
public holidays.

70. Whenever the last day fixed by this Act or by any rule for the time

being in force, for leaving any document with or paying any fee to

the Registrar falls on a Sunday or public holiday, the document

may be left or the fee may be paid on the day next following the

Sunday or public holiday.

Repeal of Cap.
506 and saving
provisions.

71. (1) The Trade Marks Act is repealed.
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(2) The transitional and saving provisions set out in the Fourth Schedule

shall have effect upon the repeal of the Trade Marks Act.
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FIRST SCHEDULE                                                             (Section 13)

WELL KNOWN MARKS
Protection of
Well known
marks

1. (1) The provisions of this Act apply to well known marks subject to the

provisions of this Schedule.

(2) A well-known mark shall be protected against conflicting marks,

with effect from the time when the mark has become well known in

Kenya.

Factors for
consideration of
well known mark

2. (1) In determining whether a mark is a well-known mark, the Registrar

shall take into account any circumstances from which it may be

inferred that the mark is well known.

(2) In particular, the Registrar shall consider information submitted to

him with respect to factors from which it may be inferred that the

mark is, or is not, well known, including, but not limited to,

information concerning the following-

(a) the degree of knowledge or recognition of the mark in the relevant

sector of the public;

(b) the degree of inherent or acquired distinctiveness of the famous

mark;

(c) the extent to which the owner of the famous mark is engaging in

substantially exclusive use of the mark;

(d) the duration, extent and geographical area of any use of the mark;

(e) the duration, extent and geographical area of any promotion of the

mark, including advertising or publicity and the presentation, at fairs

or exhibitions, of the goods or services to which the mark applies;

(f) the duration and geographical area of any registrations or any

applications for registration, of the mark, to the extent that they

reflect use or recognition of the mark;

(g) the record of successful enforcement of rights in the mark, in

particular, the extent to which the mark was recognized as well
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known by competent authorities; or

(h) the value associated with the mark.

Factors not pre-
conditions

3. The determination that a mark is a well known mark in Kenya shall

depend upon the particular circumstances of the case in consideration

and the factors in paragraph 2 shall not be pre-conditions for reaching

such a determination.

Relevant sector
of the public

4. (1) Relevant sectors of the public shall include:

(a) actual or potential consumers of the type of goods or services to

which the mark applies;

(b) persons involved in channels of distribution of the type of goods or

services to which the mark applies; or

(c) business circles dealing with the type of goods and/or services to

which the mark applies.

(2) Where a mark is determined to be well known in at least one relevant

sector of the public, the mark may be considered by the Registrar to

be a well known mark.

Factor which
shall not be
required

5. The Registrar shall not require, as a condition for determining

whether a mark is a well known mark that the mark is well known by

the public at large in Kenya.

Consideration of
bad faith

6. Bad faith may be considered as one factor among others in assessing

competing interests in respect of a well known mark and any other

mark.
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SECOND SCHEDULE (SECTION 41)
CERTIFICATION MARKS

Application for
registration of a
certification
mark.

1. (1) The provisions of this Act apply to certification marks subject to

the provisions of this Schedule.

(2) The provisions of this Act relating to application, publication,

opposition and registration of a trade mark shall apply mutandis

mutatis to an application to register a certification mark.

Indication of
geographical
origin.

2. (1) Notwithstanding the provisions of section 5 (1) (a) (ii), a

certification mark consisting exclusively of a sign or an indication,

which may serve, in trade to designate the geographical origin of the

goods or services may be registered.

(2) However, the proprietor of such a mark is not entitled to prohibit

the use of the signs in accordance with honest practices in industrial

or commercial matters, in particular, by a person who is entitled to

use a geographical name.

Mark not to be
misleading as to
character or
significance.

3. (1) A certification mark shall not be registered if the public is liable to

be misled as regards the character or significance of the mark, in

particular if it is likely to be taken to be something other than a

certification mark.

(2) The Registrar shall accordingly require that a mark in respect of

which application is made for registration include an indication that it

is a certification mark.

Regulations
governing use of
certification
mark.

4. (1) An applicant for registration of a certification mark shall file with the

Registrar regulations governing the use of the mark.

(2) The regulations shall include an indication of who is authorized to

use the mark, the characteristics to be certified by the mark, how the
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certifying body is to test those characteristics and to supervise the use

of the mark, the fees, if any, to be paid in connection with the

operation of the mark and the procedures for resolving disputes.

Approval of
regulations by
the Registrar.

5. A certification mark shall not be registered unless-

(a) the regulations governing the use of the mark-

(i) comply with paragraph 4(2); and

(ii) are not contrary to public policy or to accepted principles of

morality;  and

(b) the applicant is competent to certify the goods or services for

which the mark is to be registered.

Consideration of
application.

6. (1) The Registrar shall consider whether or not the application meets

the requirements indicated in paragraph 5.

(2) Where any of the requirements referred to in paragraph (1) are not

met, the Registrar shall notify and give the applicant an opportunity

to make submissions or to file amended regulations, within such

period as the Registrar may specify.

(3) Where the applicant fails to satisfy the Registrar that those

requirements are met, or to file regulations amended so as to meet

them, or fails to respond before the end of the specified period, the

Registrar shall refuse the application.

(4) Where the Registrar is satisfied that all requirements are met, he

shall accept and publish the application in accordance with the

provisions of section 15 (2) (a) of the Act.

(5) Publication of an application for registration of a certification mark

shall include a notice indicating where the regulations governing

the use of the mark may be inspected.

Opposition. 7. (1) Upon publication of an application under paragraph 6, a notice of
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opposition may be filed, relating to the matters indicated in paragraph

5.

(2) In addition to the grounds provided for under subparagraph (1),

opposition proceedings may be filed based on any other grounds.

Regulations to be
open to
inspection.

8. The regulations governing the use of a registered certification mark

shall be open to public inspection in the same manner as the

Register.

Alteration of
regulations.

9. (1) Any alteration effected to the regulations governing the use of a

registered certification mark shall be notified to the Registrar upon

application in the prescribed manner.

(2) Upon accepting the altered regulations, the Registrar may in any case

where it appears expedient publish a notice indicating where the

regulations may be inspected.

(3) Upon publication of the notice referred to in subparagraph (2), a

notice of opposition may be filed relating to the matters indicated in

paragraph 5, upon payment of the prescribed fee.

Assignment,
transmission, and
licensing

10. The provisions of this Act relating to assignment, transmission and

licensing shall not be applicable with respect to a certification trade

mark.

Remedy on
behalf of
authorised users.

11. In infringement proceedings brought by the proprietor of a

registered certification mark, any loss suffered or likely to be

suffered by authorised users shall be taken into account, and the

Court may give such directions as it deems fit as to the extent to

which the plaintiff is to hold the proceeds of any pecuniary remedy

on behalf of such users.
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Grounds for
rectification of
Register.

12. Apart from the grounds for rectification of Register under section 36,

registration of a certification mark may be expunged on the ground-

(a) that the proprietor has begun to carry on such a business as is

indicated in paragraph 4;

(b) that the manner in which the mark has been used by the proprietor

has caused it to become liable to mislead the public in the manner

referred to in paragraph 5(1);

(c) that the proprietor has failed to observe, or to secure the observance

of, the regulations governing the use of the mark;

(d) that an amendment of the regulations has been made so that the

regulations-

(i)  no longer comply with paragraph 3(2) and any further conditions

imposed by rules;

(ii)  are contrary to public policy or to accepted principles of

morality; or

(iii) that the proprietor is no longer competent to certify the goods or

services for which the mark is registered; or

(e) that the mark was registered in breach of the provisions of paragraph

7.

Powers of
Registrar.

13. (1) Upon application in the prescribed manner, the Registrar may direct

the proprietor of a certification mark to certify goods of any user or

admit any person complying with the requirements of the regulations

governing the use of the mark.

(2) Notwithstanding the provisions of section 49, the Registrar shall not

have any jurisdiction to award costs to or against any party on an

application made to the Registrar under sub-paragraph (1).
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THIRD SCHEDULE (Section  42)

COLLECTIVE MARKS
Application to
register a
collective mark.

1. (1) The provisions of this Act apply to collective marks subject to the

provisions of this Schedule.

(2) The provisions of this Act relating to application, publication,

opposition and registration of a trade mark shall apply mutandis

mutatis to an application to register a collective mark.

Indication of
geographical
origin.

2. (1) Notwithstanding the provisions of section 5 (1) (a) (ii), a collective

mark consisting exclusively of a sign or an indication, which may

serve, in trade to designate the geographical origin of the goods or

services may be registered.

(2) However, the proprietor of such a mark is not entitled to prohibit

the use of the signs in accordance with honest practices in industrial

or commercial matters, in particular, by a person who is entitled to

use a geographical name.

Mark not to be
misleading as to
character or
significance.

3. (1) A collective mark shall not be registered if the public is liable to be

misled as regards the character or significance of the mark, in

particular if it is likely to be taken to be something other than a

collective mark.

(2) The Registrar shall require that a mark in respect of which

application is made for registration include an indication that it is a

collective mark.

Regulations
governing use of
collective mark.

4. (1) An applicant for registration of a collective mark shall file with the

Registrar regulations governing the use of the mark.

(2) The regulations shall include an indication of the persons authorised

to use the mark, the conditions of membership of the association and,

where they exist, the conditions of use of the mark, including any
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sanctions against misuse.

Approval of
regulations by
the Registrar.

5. A collective mark shall not be registered unless the regulations

governing the use of the mark -

(a) comply with paragraph 4(2); and

(b) are not contrary to public policy or to accepted principles of

morality.

Consideration of
application.

6. (1) The Registrar shall consider whether or not the application meets

the requirements indicated in paragraph 5.

(2) Where any of the requirements referred to in paragraph (1) are not

met, the Registrar shall notify and give the applicant an opportunity

to make submissions or to file amended regulations, within such

period as the Registrar may specify.

(3) Where the applicant fails to satisfy the Registrar that those

requirements are met, or to file regulations amended so as to meet

them, or fails to respond before the end of the specified period, the

Registrar shall refuse the application.

(4) Where the Registrar is satisfied that all requirements are met, he

shall accept and publish the application in accordance with the

provisions of section 15 (2) (a) of the Act.

(5) Publication of an application for registration of a collective mark

shall include a notice indicating where the regulations governing

the use of the mark may be inspected.

Opposition. 7. (1) Upon publication of an application under paragraph 6, a notice of

opposition may be filed, relating to the matters indicated in paragraph

5.

(2) In addition to the grounds provided for under subparagraph (1),

opposition proceedings may be filed based on any other grounds
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Regulations to be
open to
inspection.

8. The regulations governing the use of a registered collective mark

shall be open to public inspection in the same manner as the

Register.

Alteration of
regulations.

9. (1) Any alteration effected to the regulations governing the use of a

registered collective mark shall be notified to the Registrar upon

application in the prescribed manner.

(2) Upon accepting the altered regulations, the Registrar may in any case

where it appears expedient publish a notice indicating where the

regulations may be inspected.

(3) Upon publication of the notice referred to in subparagraph (2), a

notice of opposition may be filed relating to the matters indicated in

paragraph 5, in the prescribed manner.

Assignment,
transmission, and
licensing.

10. The provisions of this Act relating to assignment, transmission and

licensing shall not be applicable with respect to a collective trade

mark.

Infringement. 11. The following provisions have effect as regards the rights of an

authorised user in relation to infringement of a registered collective

mark-

(a) An authorised user is entitled, subject to any agreement to the

contrary between him and the proprietor, to call on the proprietor to

take infringement proceedings in respect of any matter which affects

his interests;

(b) If the proprietor-

(i) refuses to do so; or

(ii) fails to do so within two months after being called upon;

the authorised user may bring the proceedings in his own name as if

he were the proprietor;

(c) Where infringement proceedings are brought by virtue of this
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paragraph, the authorised user may not, without the leave of the

Court, proceed with the action unless the proprietor is either joined as

a plaintiff or added as a defendant:

Provided that this does not affect the granting of interlocutory relief

on an application by an authorised user alone;

(d) A proprietor who is added as a defendant as indicated in sub-

paragraph (c) shall not be made liable for any costs in the action

unless he takes part in the proceedings; and

(e) In infringement proceedings brought by the proprietor of a registered

collective mark any loss suffered or likely to be suffered by

authorised users shall be taken into account, and the Court may give

such directions as it deems fit as to the extent to which the plaintiff is

to hold the proceeds of any pecuniary remedy on behalf of such

users.

Grounds for
rectification of
Register.

12. Apart from the grounds for rectification of Register under section 36,

the registration of a collective mark may be expunged on the ground-

(a) that the manner in which the mark has been used by the proprietor

has caused it to become liable to mislead the public in the manner

referred to in paragraph 4(1);

(b) that the proprietor has failed to observe, or to secure the observance

of, the regulations governing the use of the mark;

(c) that an amendment of the regulations has been made so that the

regulations-

(i) no longer comply with paragraph 4(2) and any further conditions

imposed by rules; or

(ii) are contrary to public policy or to accepted principles of

morality; or

(d) that the mark was registered in breach of the provisions of paragraph

5.
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Powers of
Registrar.

13. (1) Upon application in the prescribed manner, the Registrar may direct

the proprietor of a collective mark to admit any person complying

with the requirements of the regulations governing the use of the

mark.

(2) Notwithstanding the provisions of section 49, the Registrar shall not

have any jurisdiction to award costs to or against any party on an

application made to the Registrar under subparagraph (1).
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TRANSITIONAL AND SAVING PROVISIONS

Interpretation
Cap 506.

1. In this Act, “former Act” means the Trade Marks Act repealed by

section 71 of this Act.

Savings in
respect of the
former Act.

2. (1) Applications for registration of trade marks filed in Kenya before the

date of the commencement of this Act shall be processed in

accordance with the provisions of this Act and shall retain the filing

date or validly claimed priority date which was accorded under the

former Act.

(2) Where a trade mark was registered in Kenya under the former Act or

where it was saved under section 65 of the former Act, and the

privileges and rights conferred by the registration were effective

immediately before the commencement of this Act, then, subject to

this Schedule—

(a) such a trade mark shall be treated in Kenya as if it had been

registered under this Act;

(b) such a trade mark shall expire as regards Kenya when those

privileges and rights could have expired if this Act had not been

enacted;

(c) such a trade mark may be expunged from the Register only where

those privileges and rights could be declared as not having been

acquired in Kenya if this Act had not been enacted;

(d) the certificate of registration, or a certified copy of such a trade mark,

shall be admissible as prima facie evidence of the date and the fact of

registration; and

(e) an action for infringement of such a trade mark shall be filed under

this Act only if the alleged infringement occurred on or after the

commencement of this Act, and in other cases, may be instituted and

disposed of as if this Act had not been enacted.

(3) Where opposition or expungement proceedings had been filed
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immediately before the date of the commencement of this Act, the

proceedings shall be processed and determined in accordance with

the provisions of this Act.

(4) Nothing in this Act shall affect any order, rule, regulation or

requirement made, table of fees or certificate issued, notice, decision,

determination, direction or approval given, application made, or thing

done under the former Act, and every such order, rule, regulation,

requirement, table of fees, certificate, notice, decision, determination,

direction, approval, application or thing shall, if in force at the

commencement of this Act, shall continue in force and shall, so far as

it could have been made, issued, given or done under the former Act,

have effect as if made, issued, given or done under the corresponding

enactment of this Act.

(5) Any document referring to any provision of the former Act

shall be construed as referring to the corresponding provision of this

Act.

Register under
the former Act.

3. So far as is necessary for the purposes of paragraph 2, the Register of

Trade Marks under the former Act shall continue to be maintained

and shall be deemed to be part of the Register under this Act.


